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Application No. 

09/675,525 



Examiner 

Gerald G Letters Jr. 



Applicants ) 

BARRETT ET AL. 



Art Unit 

1636 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

. - If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 17 March 2003 . 
2a)D This action is FINAL. 2b)j3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-126 is/are pending in the application. 

4a) Of the above claim(s) 4. 10. 13-21.43.51-53 and 55-126 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claims 1-3.5-9.11.12.22-42.44-50 and 54 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 1 20 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment! s) 

1 ) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) ^ Information Disclosure Statement(s) (PTO-1449) Paper No(s) 7 and 14 . 6) □ Other: 
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DETAILED ACTION 

Election/Restrictions 

Applicant's election without traverse of Group I (claims 1-44) in Paper No. 17 (filed 
3/17/03) is acknowledged. The following species were elected without traverse: Linker/binding 
pair= aldehyde/hydrazid linker and biotin/streptavidin; displayed compound^ the dye Dansyl-X, 
succinimidyl ester; species of nucleic acid tag= AGGGAAGAAGAGAAAGAAGGG; replicable 
genetic package= bacteriophage T7. 

Upon further consideration of the claims, claims 45-54 have been rejoined with Group I 
since some of the elected claims recite the limitation that the displayed compound is joined to the 
phage via a linker. Thus claims 1-54 have been elected, with claims 1-3, 5-9, 11-12, 22-42, 44- 
50 and 54 read on all of the elected species. Claims 4, 10, 13-21, 43, 51-53 and 55-126 have 
been withdrawn from consideration as being directed to non-elected species or non-elected 
inventions. 

Sequence Compliance 
Receipt is acknowledged of a paper copy of the sequence listing, corresponding computer 
readable form and attorney's statement concerning the content of the sequence listings, filed as 
Paper No. 12 on 4/1 1/03. The sequence listings have been entered into the file. The application 
is now in sequence compliance. 
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Information Disclosure Statement 
Receipt is acknowledged of a pair of information disclosure statements, filed 1/25/01 and 
7/1 1/02 as Papers No. 7 & 14, respectively. The signed and initialed PTO Form 1449's have 
been mailed along with this action. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-3, 5-9, 11-12, 22-42, 44-50 and 54 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 1 is vague and indefinite in that the metes and bounds of the phrase "... displaying 
a compound other than an expressed polypeptide. . ." are unclear. Does the phrase mean that a 
compound polypeptide must be made synthetically (i.e. not expressed by any cell) or simply that 
it is not expressed by the replicable package? Upon reading the specification it appears that the 
latter interpretation is correct. It would be remedial to amend the claim language to explicitly 
state that the compound is other than a polypeptide expressed by the replicable genetic package. 

Claim 1 is also vague and indefinite in that the metes and bounds of the phrase 
. .wherein the replicable genetic package comprises a nucleic acid tag encoding a characteristic 
of the compound. . ." are unclear. The use of the word "encoding" in reference to a nucleic acid 
is normally interpreted to mean that nucleic acid is encoding a particular RNA or polypeptide. In 
the instant case, however, it appears upon reading the specification that applicants intend the 
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nucleic acid to correlate to a particular compound as a means of identification of the particular 
compound displayed by a particular replicable package. The degree of correlation is also not 
clear. The specification appears to indicate that the specific sequence of the nucleic acid tag 
somehow "codes" for particular synthesis steps in the construction of the compound. It is not 
how this alternative type of coding functions or whether this type of "coding" is necessarily 
specified in the claim. It would be remedial to amend the claim language to clarify the role the 
nucleic acid tag is to play in display/identification of a particular replicable package. 

Claim 39 is vague and indefinite in that it appears to specify that a single replicable 
genetic package comprises a collection of replicable packages. It is not clear how this is meant. 
If applicants mean that they are claiming a collection of replicable packages, then claim 39 
should be rewritten as an independent claim. 



No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerald G Leffers Jr. whose telephone number is (703) 308-6232. 
The examiner can normally be reached on 9:30am-6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Remy Yucel can be reached on (703) 305-1998. The fax phone numbers for the 
organization where this application or proceeding is assigned are (703) 305-7939 for regular 
communications and (703) 305-7939 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-019^ 



Conclusion 



Gerald G Leffers Jr. 
Examiner 
Art Unit 1636 
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June 2, 2003 



